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Claim Objections 

Claims 13-14 are objected to because of the following informalities: In claim 13, 
“the outer tube and the inner tube” should be -the outer paperboard tube and the inner 
paperboard tube-. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 

use or on sale in this country, more than one year prior to the date of application for patent in the United 

States. 

Claim 4 is rejected under 35 U.S.C. 102(b) as being anticipated by Marshall et 
al., U.S. Patent No. 5469297. 

Marshall ‘297 discloses a paper tube 10 comprising an inner paperboard tube 12 
having a radially outer surface and a radially inner surface; an outer paperboard tube 
40, 70 having a radially outer surface and a radially inner surface; the inner paperboard 
tube 12 coaxially disposed within the outer paperboard tube 40, 70 such that the radially 
outer surface of the inner paperboard tube 12 forms an interface with the radially inner 
surface of the outer paperboard tube 40, 70; the interface being devoid of adhesive 
since it has a frictional fit and the inner paperboard tube being axially offset with respect 
to the outer paperboard tube 40, 70 such that one end 14 of the inner paperboard tube 
12 projects beyond the outer paperboard tube 40, 70 and forms a male end of the core 
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and an opposite end f the outer paperboard tube 40, 70 projects beyond the inner 
paperboard tube and forms a female end of the core, see figure 3. 

It has been held that the recitation that an element is “insertable” performing a 
function is not a positive limitation but only requires the ability to so perform. It does not 
constitute a limitation in any patentable sense. Note, the proximal end 14 diameter of 
the inner paperboard tube 12 is smaller than the inner diameter of the outer paperboard 
tube 40, 70, which can be inserted into the female end of another same core of Marshall 
‘297 to provide a stacking feature. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 5-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Marshall et al., U.S. Patent No. 5469297. 

As advanced above, Marshall ‘297 discloses applicant’s claimed device except 

for explicitly showing another core stacking onto each other. However, Marshall ‘297 

already shows the distal end 16 of the inner paperboard tube 12 inserted into the outer 

paperboard tube 40, 70, and explains that the plug 66 can be removed from the wall, 

see figure 3, and see column 3, lines 61-63. 
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It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to remove the plug and add additional cores to provide a stacking 
feature to help organize or store the cores in a compact manner. Furthermore, it has 
been held that mere duplication of the essential working parts of a device involves only 
routine skill in the art. St. Regis Paper Co. v. Bemis Co., 193 USPQ 8. 

Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Marshall 
et al., U.S. Patent No. 5469297, in view of Burnside III, U.S. Patent No. 3096681 . 

As advanced above, Marshall ‘297 discloses the inner paperboard tube 12 and 
the outer paperboard tube 40, 70 are made from wound paper, but does not explicitly 
explain if the wound paper is spirally wound tube. 

Burnside ‘681 discloses the tubes 9 and 10 are made of spiral wound and glued 
layers, see column 2, lines 44-48. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to make the tubes of spiral wound and glued layers as taught by 
Burnside ‘681, to provide stiffness and strength to the tubes. 

Allowable Subject Matter 

Claims 13 and 14 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 
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Response to Arguments 

Claims 1-3 and 9-12 have been canceled. 

Claims 13-15 have been added. 

Claims 4-8 have been amended. 

Applicant's arguments with respect to claims 4-8 have been considered but are 
moot in view of the new ground(s) of rejection. 

The added recitation that the interface being devoid of adhesive and the inner 
paperboard tube being axially offset with respect to the outer paperboard tube to form a 
male end and the outer paperboard tube projecting beyond the other end of the inner 
paperboard tube to form a female end necessitated the new grounds of rejection. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 




Application/Control Number: 10/796,478 
Art Unit: 3654 



Page 6 



the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SANG KIM whose telephone number is 571-272-6947. 
The examiner can normally be reached Monday through Friday from 8:00 A.M. to 5:30 
P.M. alternating Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kathy Matecki, can be reached on (571) 272-6951 . The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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